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UNITED STATES DISTRICT COURT 
DISTRICT OF NEVADA 
RENO, NEVADA 



CYNTHIA JEAN GOFF as 
administrator of the estate 
of Lawrence J. Torango, 



Plaintiff, 



vs. 
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OCT 0 5 2007 



HARRAH'S OPERATING COMPANY, 
INC., HARVEY'S TAHOE 
MANAGEMENT COMPANY, INC., 
HARRAH'S LAUGHLIN, INC., 
ARISTOCRAT LEISURE LIMITED, 
ARISTOCRAT TECHNOLOGIES, INC 
AND INTERNATIONAL GAME 
TECHNOLOGY, 

Defendants . 



3 : 03-CV-O 6 90-ECR-RAM 



ORDER 



United States Patent 6,241,608 (>608) lists Lawrence Torango 
as its owner. The Estate of Lawrence J. Torango, administered by 
Plaintiff Cynthia Goff, now owns that patent. Count VII of the 
Amended Complaint (#9), originally filed by Mr. Torango on January 
30, 2004, seeks a declaratory judgment that Mr. Torango is the 
inventor of the invention claimed in the '608 patent. Defendant 
International Game Technology ("IGT") filed a Counterclaim (#301) 
on August 7, 2006 seeking . a deolaretor^udgment^that -Torango had - 



PACE 2/22 * RCVD AT 10/5/2007 2:40:48 PM [Eastern Daylight Time] * 8VR:USPTO-EFXRF-5/20 * DNIB:2738300 * CSlD:703 448 7397 * DURATION <mm-ss): 09-00 



Oct 05 07 02:42p 

,1 



J C URHY 



703 448-7397 



p. 3 



C4e 3:03-cv-00690-fcoR-RAM Document 599 Filed oL r 1/2007 Page 2 of 21 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



assigned the '608 patent to IGT (Counterclaim II), and for 
correction of inventorship pursuant to 35 U.S.C. § 256 
(Counterclaim VII) . The first step in resolving these claims is 
claim construction. 

Pursuant to a Joint Claim Construction and Prehearing 
Statement (#512) filed by Plaintiff Goff and Defendant IGT, IGT and 
Goff filed their respective claim construction briefs (## 514, 515) 
on April 27, 2007 and their respective responses (## 521, 522) on 
May 18, 2007. When Defendants Harrah' s and Aristocrat announced 
that they intended to take a position on the claim construction of 
the .'608 patent at the claim construction hearing, this Court 
ordered (#566) that they file a brief prior to the Markman hearing. 
They filed their brief (#574) on July 23, 2007, to which IGT and 
Goff responded (## 581, 582) on July 27, 2007. The Court heard 
oral argument on July 31, 2007. 

The claims will be construed as set forth below. 



I. BACKGROUND 

The abstract of the patent describes the invention as follows: 

i^i^ ked ^ P 5? 9 f e ? sive 9 amin g system and method of operation is 
disclosed that is capable of accepting wagers in different 
f^5 re ?f ie ? and , diff erent denominations of the same currency 
and allowing players in diverse locations to play for common 
progressive prizes. The system periodically computes each 
current prize value using the data acquired from each gaming 
device, and displays the values at each location where 
?S r ^h P ^ 9f min ? devices are located, in the currency used 
at each particular location. Multiple prizes may be supported 
simultaneously. Each gaming device may be linked to one or 
more prizes. Progressive prize a ward events mav be trina prpH 
I... ran ^ ^" dissociat e d with Plav ba sed on waoftrs made on 

gaming devices or bv the central system hgsed on ori^ 

criteria exceeding a boundary limit- . A Free Play apparatus is 
disclosed that allows non-progressive gaming devices, as well 
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another traditional games, to participate in progressive 

'608 Patent, page l .(emphasis supplied,. Similarly, the "summary 
of invention" section of the patent describes the objectives of the 
invention as follows: 

currencj.es or varying denominations SiKln a oarticuLr 

P ss Je ^Ss^^rii^lf ^nsSeoic^ ^ * 
modification to the essential characteristics of the aaminc 

ffiSS^-' S«S?3 an 
expiration date and time, or other criteria may be specified 
for a prize. Then, when random n.» Y h ae created a of t 

award event, by t he' time tho h™,nH a J, -rit"r i i f r i § TP 
iU^hod enable! t.h. to SffigBflffgS^ SgSS S f" 
the current particip ants as a JTT^ ^ one or more of 

'608 Patent, 4:23-41 (emphasis supplied). Thus, and as is 
elaborated further by the patent specification, the patent 
generally suggests that Mr. Torango had invented both (1) a method 
of connecting many gambling machines and games together remotely 
and internationally, sharing a common prize pot to which the games 
would contribute despite differences in game mechanics, currencies, 
and local gaming regulations; and (2) a method that allows a prize 
to be awarded either non-deterministically (i.e., randomly, based 
on individual play) or deterministically (i.e., based on a boundary 
determined not by the random play on an individual game device, but 
rather on other criteria such as a date and time) . 
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A central disputed issue in this claim construction is whethe 
the '608 patent actually ends up stating a claim delimiting a 
method of awarding prizes either non-deterministically or 
deterministically as the specification, in our view, quite clearly 
suggests .» This question involves the language of Claim 10. On 
its face, Claim 10 describes a deterministic system in which a 
prize award is occasioned by a boundary. Plaintiff Goff argues 
that the claim must be construed as limited to a system that 
combines deterministic and non-deterministic elements. 

II. DISCUSSION 

A. Claim Construction Analysis Principles 

"Because co-inventors need not contribute to the subject 

matter of every claim of the patent, inventorship is determined on 
a claim-by-claim basis." Gemstar-TV gu ide Tnt-*™ , Ine . v , Tnf . M , 
Trade Comm'n , 383 F.3d 1352, 1381 (Fed. Cir. 2004). 
w {Inventorship analysis, like an infringement or invalidity 
analysis, first requires the construction of each disputed claim to 
determine the subject matter encompassed thereby." id^ at 1381-82. 
Claim construction is a question of law reserved for the court. 
Markman v. Westview Instruments, m.. . 517 U.S. 370, 384 (1996). 
in construing a claim term, a court must give it the "ordinary and 
customary meaning" as that "term would have to a person of ordinary 
skill in the art in question at the time of the invention." 



'For the reasons stated below, IGT's aroument thai- i-h« 
specification does not make this suggestion if wiSKS merit ^ 
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Phillip s v. AWH Com , 415 p o d n -j n? , ^, 0 , , ,„ , 

tio t.3d 1303, 1312-13 (Fed. Cir. 2005) (en 

banc) (citations omitted) . 

PMlliES notes that sometimes the ordinary meaning of a term 
to one skilled in the art is "readily apparent even to lay judges." 
ISL. at 1314. For terms whose meanings are not readily apparent, 
Phillips advises: 



understood ? ispu t ?5"SiS f l^age n to h Laf "?hot haVe 



Id. 



(citations omitted) . The first three categories (claims, 
specification, and prosecution history, are considered intrinsic 
evidence, while everything existing outside of the patent and its 
history is considered extrinsic evidence. Vitronir* m, r v 
Conceptronics, Tnr , 90 F.3d 1576, 1582, 1584 (Fed. Cir 1986). 

Of primary importance to discerning a term's meaning is the 
language of the claims which define the scope of the patent owner' s 
property right. See Phillips, 415 F.3d at 1312 («it is a 'bedrock 
principle' of patent law that 'the claims of a patent define the 
invention to which the patentee is entitled the right to 
exclude.'") (quoting Innova/Pure Wat er, Inc. y safari Wa£er 
Filtration Systems, Inc. , 381 F.3d 1111, 1115 (Fed. dr. 2004)). 

"In light of the statutory directive that the inventor provide 
a 'full' and 'exact' description of the claimed invention, the 
specification necessarily informs the proper construction of the 
claims." Io\ at 1316. As stated by Phillips . 

5 
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of what the inventors actSfnS ?™ *? 2 fUl1 und erstandihg 
envelop with the claim ?h£ and tended to 

to the claim language and SSs? S2"fS° n * hat Sta y s tru * 
patent's description of ?ho na turally aligns with the 
the correct c^Kruction 6 Xnventlon *», in the end, 

— <quoting r ^^wpi,cv ^^..r ..^,,,, 158 F 3d 

1243, 1250 (Fed. Cir. 1998)). The prosecution history of the 
patent, although considered intrinsic evidence and useful to the 
claim construction inquiry, is accorded slightly less weight, id 
at 1317. " ~ 

Extrinsic evidence, which "can shed useful light on the 
relevant art," is considered "less significant than the intrinsic 
record in determining >the legally operative meaning of claim 
language.'" id. at 1317 (citations omitted). Extrinsic evidence 
"consists of all evidence external to the patent and prosecution 
history, including expert and inventor testimony, dictionaries, and 
learned treatises." id. 

B. Relationship of the Claim to the Specification 

On the one hand, the Federal Circuit has forcefully asserted 
that the claims in a patent "define the scope of the right to 
exclude [and] the claim construction inquiry, therefore, begins and 
ends in all cases with the actual words of the claim [.]- Renishaw, 
158 F.3d at 1248 (quoting Abtox. In,. „ . gxitrojn Cote 122 F.3d 
1019, 1023 (Fed. Cir. 1997)). See_also Scimed Life Systems, Inc 
v. Advanced Carp^ovascular Systems, Tnc , 242 F.3d 1337, 1340 (Fed. 
Cir. 2001) r^clMed") ("one of the cardinal sins of patent law [is] 
reading a limitation from the written description into the 
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ClaimS " >; Vltronics Corp v, ConcgEtronic, Inc 90 F.3d 1576, 1582 
(Fed. Cir. 1996) ("we look to the words of the claims themselves 
to define the scope of the patented invention",; Markman v. 
Westview Instruments , Tnc , 52 F.3d 967, 979-81 (Fed. Cir. 1995) 
(en banc) ("The written description part of the specification 
itself does not delimit the right to exclude. That is the function 
and purpose of claims."), aff 'd 517 U.S. 370 (1996); McCartv v. 
Lehigh val. R. Co , 160 U.S. 110, 116 (1895). PThe difficulty is 
that, if we once begin to include elements not mentioned in the 
claim, in order to limit such claim, and avoid a defense of 
anticipation, we should never know where to stop.") . 

On the other hand, the Federal Circuit has in numerous cases 
found that the specification does have a limiting effect on the 
scope of patent claims,* for the most'part reconciling these 
findings with the axiom that claim construction "begins and ends in 
all cases with the actual words of the claim" by considering the 
claim terms to be "defined" by the specification. see Phillips . 
415 F.3d at 1316 ("our cases recognize that the specification may 
reveal a special definition given to a claim term by the patentee 
that differs from the meaning it would otherwise possess") . Where 
the inventor acts as his or her own lexicographer, "the inventor's 
lexicography governs." id. After Phillips . it is clear that the 



highly^e lev^t^to th"! Zi!P at 13 . 15 ( 7 he s P^if ication . Us always 
nxgnxy relevant to the claim construction analysis. Usuallv it i«* 

?^°?^ 1V , e; I*- iS Single best ^uide to the meaning of a disputed 

5, f?- V ^ otin ^ Vitronics. 90 F.3d at 1582); Microsoft ^ C or? v 
Multi-Tech Systems. Inn.. 357 F.3d 1340, 134 fe d C T r 2 Q° j ' ''"^ 
purpose for examinino t-.h- «n 0 ^ f(n ,.' V. l ™ * 5r_ r " ? 004 '. J °. ne 



purpose for- examining t he* Specif ication^ls <tf de^T^gne 
patentee has limited the scope of the claims.") (quoting Watts v XL 
SYS - InC - 232 F - 3d 877 ' (Fed. Cir. 2000)) (bracket ^k^O^ 

7 
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manner in which a term can be "defined" hv ^ 

Ilnecl b y the specification may be 
implicit. See MBO Labnr.tnH.,, Tnr ' 

474 F.3d 1323, 1329 (Fed. Cir. 2007) { « Thp I7~ I : " 

uu " 1 The words of patent claims 
have the meaning and scope with which they are used in the 
specification and the prosecution history.", (emphasis 
*** 242 F.3d at 134, rmha written description can 
guidance as to the meaning of the claims, thereby dictating the 
manner in which the claims are to be construed, even if the 
guidance is not provided in explicit defini tional format „ } 

The Federal circuit has also found « [i]n other cases" that 
"the specification may re veal an intentional disclaimer, or 
disavowal, of claim scope by tne inventor." mm ^ f 415 ^ afc 
1316.3 In such a Qasef „ the .^^^ d . ctated ^ 

claim scope, and the inventor's intention, as exor,^ in the 
specification , is regarded as dispositive." ^ (emphasis 
supplied).* The extent to which particular claim terms in these 
"other cases" must be redefined by the disavowal is unclear. See 
Phillies, 415 F.3d at 1323 (characterizing the disavowal cases as a 
separate line of cases from the "lexicography" cases); CCS Fitngss, 

"clear A dfs°avowa^" cfs^lHoS^nd the P hrase 

e.g. , Andersen Cor p y Fib/r r« m J • , aV r & u ? ed that Phrase. See,. 
TFed. cir. 2007).' Composite, LLC , 474 F.3d 1361, 1373 

Sf^^c^t^i^l?^ 9 ^ "the intention" of the 
be factored into an inauirv i n\ n °\ - State how this intent is to 

of the words of th£ clSS Y S^iSf? SS^H*** and custo ^ry meaning 
Phillips decision on the' ««^ n -i» 9 the overal l emphasis in the 

artisan, " 415 F 3d at 1321 it f^SL meaning ... to the ordinary 

was not intending to at carve a JijSSvT^^^^^ 3 *^ cour? 
in claim construction. fcuojective test into the standard applied 

8 
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- ;• *~ * Br " v 288 »•*« »»»; 1366-67 <re d ; 2 o 02 , 

(also discusain, Umitations based on Mlsavo „ al „ o . soope ^ 

*T from li ™ itaUons ba3ed on the in ™- s 

(Where the specification "makes 
clear that the Invention does not include a particular feature, 
that feature is deeded to he outside the reach of the claims of the 
7 patent, even though the ian^e of the claims, read without 

reference to the specification, mig ht he considered hroad enough to 

encompass the feature in Question ". T 

question. ). m any casS/ PhllIi 

reaffirmed that where there i- a 

te cnere is a disavowal of scope in the 
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U specification, that disavowal is very eimply "dispositive." «, 



F.3d at 1316. s 

In * lloc ' ^ nr ' v international TraHp r^,,..^. 342 f 3d 
1361 (Fed. Cir. 2003), the Federal circuit pmi ^ ^ 
guidance, announcing a broad test for claim limitations from the 
specification that turns largely on the language of the 
specification. That test is "whether the specification refers to a 
limitation only as a part of l ess than all possible embodiments or 
whether the specification ^ad_a^a_wh^ suggests that the very 
character of the invention requires the limitation be a part of 
every embodiment." at 1370 (emphasis supplied). In its 

comprehensive discussion of claim construction in Phillip, the en 
banc panel neither cited the Alloc decision nor explicitly embraced 



1367 (Fed^. ^jfoft^*^^ C ^ > ■ 288 F.3d 1359, 

four separate ±tiM^leimt&^^S^Sl'r X ri l disavow *l as two of 
depend on the specification and » S ° f Claim terms wil1 

exceptions to the rule thaf claim £f™J , ? 1 h . ar acteri 2 ing these as 
meaning) . cnac CJ - aim terms will have their ordinary 
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Alice's teat.- The test has, however, been subsequently cited and 
applied on several occasions by the Federal Circuit, see, e.g. . 
Andersen Corp. v. Fiber Comp o^to-, T T r, 474 F.3d 1361, 1368 (Fed. 
Cir. 2007) {applying the test); see also Microsoft- rw p „ 
Multi-Tech. Sys. r Tnr , 357 F.3d 1340, 1368 (Fed. Cir. 2004) 
(applying the test prior to Phillips ) . 

More generally, the Federal Circuit has also characterized the 
obligation to read claims in light of the specification and the 
9 1 prohibition against reading a limitation from the specification 
10 into the claim as "twin axioms" in "inherent tension," 

Liebel-Flarsheim Co. v. Mertrad Tnr , 358 F.3d 898, 904 (Fed. Cir. 
2004), requiring courts to negotiate a "balance." Alloc . 342 F. 3d 
at 1370. The Circuit has repeatedly acknowledged that this balance 
is difficult to negotiate.' See, e.g., Phillips , 415 F.3d at 1323; 
Liebel-Flarsheim Co , 358 F.3d at 905; Comark c nM ,n^ atinns , Tnn 
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* ■ ■ • 

v. Harris Corp. , 156 F.3d 1182, 1186-87; SciMed, 242 F.3d at 1347 



(Dyk, J., concurring). It has even characterized the court's 
application of these twin axioms as akin to walking a "tightrope." 
Andersen Corp. v. Fiber Composite, t.t.p 474 F.3d 1361, 1373 (Fed. 
Cir. 2007). However, at a high level of generality, the teaching 
of Phillips is that it is "entirely appropriate for a court, when 



*The Phillips court disapproved "either strictlv lim<<-in« fi, D 
scope of the claims to the embodiments disclose? in" the specif icltio"n 
l32f V ° r n^ ?? Cl ff m lai ?9uage from the specification."^ J?3d a? 

s^iy j^^.ssr^^is^^ss^a. ^li^ 1 ^ test appears S 

airierea rrom the more formal standard propounded bv the dissent hut- 
it nevertheless reversed the outcome. 415 F.3d at 1310 



10 
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conducting claim construction, to rely fcg^ on ^ 
description for guidance as to the meaning of the claims." 415 
F.3d at 1317 (emphasis supplied) . Accord On Demand m.^-. c„- r 
■ v. Ingram m^tri,- , Tnn ,«„ F . 3d 1331 , 133 7-38 (Fed. Cir. 2006, 
PtTlhe court in shilUos, resolving conflict, stressed thg 
^mlnanse of the specification in understanding the scope and 
defining the limits of the terms used in the claim.-, (emphasis 
supplied, . see^lso Alloc, 342 F . 3d at 1370 ( .j I]hl> ^ 
recognizes that it must interpret the claims in light of the 
specification, yet avoid impermissibly importing limitations from 
the specification. That balance turns on how the 
characterizes the claimed invention.-, (emphasis supplied, .' 

C. Claim 3 

Before turning to Claim 10, we note that one term in Claim 3 
was in dispute when the parties filed their claim construction 
briefs. With the formerly disputed term underlined, the language 
of Claim 3 is as follows: 

MachiS 1 ^.; 1 3d Z at i ?340 r r ffi he^f^ Vk C ° mpare °° ^and 

to describe and enable the IfiLL IV h \* ? f ^ e specification is 



to describe an d enable the invention r^°t 9 ° f ^ e ^deification is 
of broader scop? tnan^Tn^ 

disclosure in the 3DPPifir. a Hnn \_ uir - <^U07) ( [A] narrow 

,.t „r specification does not necessarii,, n™u 



disclosure in the specification , ^no, 5 L Ped * Cir - 2007) ("[A] narrow 
claim language?^; AcSmfd LLC v " ecess ^ily limit broader 

(Fed. Cir 2007) ( ^Sq? 1 Str V ker Cot T> / 483 F.3d 800, 805 

Patents § 1 8 0 3 [ 2 ] &007) faLlVIF^^ Donald Chisum, Chi'soh oh 

the Federal Circuit, b 8 Hastings L^S""^™* ^^^0 at 
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3. A method of operating a progressive wagering system, 
the system comprising at least one device driver and a central 
system, the method comprising the following steps? central 

progrissive'prlzef 1 establishi ^ • ^ "umber for a 

devici B driver; e a^ al SyStem transmittin 9 the win number to the 
(C) the device driver qualifying all messages relatina to 
winder? Pri2S r6lated SVent ^nditfons wxX ?ne 

'608 Patent, 22:65-23:7. 

The upshot of the differing proposed constructions and the 
arguments for and against them was that the parties disagreed about 
whether the win number played an "active" or a "passive" role in 
the method. Plaintiff Goff and Defendant IGT now agree, however, 
that "win number" means: "A unique number assigned the set of a 
progressive prize's system activity data used for the purpose of 
controlling the accumulation of wagers made to each prize-award 
event and any prize-related events." (Joint Brief Regarding 
7/31/07 Claim Construction Hearing 1 n.l (#558).) This definition 
substantially comports with the definition in the specification and 
we therefore adopt it. See Phillips . 415 F.3d 1316 ("the 
inventor's lexicography governs"). 

D. Claim 10 

The claim and specification describe a method of organizing a 
gaming system in which every game (e.g., keno, bingo, or a table 
game) is connected to a "gaming environment manager," which in turn 
is connected to the central system that coordinates the game as a 
whole. With the disputed terms underlined, Claim 10 of the '608 
patent reads as follows: 

12 
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least ; one gammg environment manager, comp^sSg^S/foSl^ing 
!m ?h^ ermi !? in ? 3 boundar Y for a progressive prize; 

£i icL^TtL sy ^£r mining when the ~ 

(C) the central system sending a message to the aamina 
SS T^ -struct!?, it to letect^aHn"! li„ M 
^thejamtng environment manager detecting play on a linked 

i^ h !or?he\amI„ i g°^c t e mana9er CrMtin » * Eli^Ud 
'608 Patent, 24:13-28. 

Although the parties devote substantial argument to the first 
disputed term, "boundary, " we construe these terms in the order 
that we deem to be the most logical and informative: 

1- Prize Award Event 

IGT would define a "prize award event" as a "predictable 
occurrence of awarding the progressive prize of Step (A)." Goff 
would define the term as "an occurrence of awarding the progressive 
prize of Step (A)." Oddly enough, however, IGT appears to argue 
that Goff's proposal is more or less acceptable. This is because, 
despite Goff's argument that the claim presupposes random play, 
Goff defines "prize award event" as an occurrence solely occasioned 
by Step A, which would seem to require that a "prize award event" 
be a solely deterministic outcome. 

Again, notwithstanding Goff's proposed construction, Goff 
argues that the term "prize award event" cannot be construed as an 
exclusively deterministic, predictable outcome. We agree. First, 
in construing "prize award event" we look to the patent as a whole, 
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specification defines «prize award" as follows: 



The 



ensures all jurisdiction rules »« ^, Prl2 5 ?»«d event that 
meter collection and -leSM^^^gj-*^ 

-608 Patent. 7:28-32. This definition does not compel or even 
imply that toe award is "predictable" based on a boundary and there 
IS no reason to conclude that prize award event means an award 
occasioned by step A. More telling, the term >ri „ award event" 
rs used at various points in the specification in a banner that 
-Kes it clear that a prize may he triggered by either random play 
or a boundary. The abstract, for example, states: 

■vg^rissoc gtia wr^Vlv n b L L S y bS tri ^«ed by random 
devices or by the central V" i* 9 *" made on 9aming 

exceeding boundary limit? 7 ed ° n pri2e criteria 9 

'608 Patent, Abstract, page 1 (emphasis supplied). The 
specification later references the "prize award event" without 
mentioning a predictable boundary at all: 

t^-ger^unt^^ uses the 

currencies, and the WflfT pr .J"! represented In different 

Pjjyer. to'dynamSL^co^thfoddHra^^S^Sd^ « 

Id,, 3:66-4:3. The specification also explains that it would be an 
advantage of the system to "force" a prize award event when a 
random prize does not occur: 

^ r trs^l±^?r!£^!s''a^uS ^l ^ be a^*^* to be 

a date and time, or SSTSriSSJ JJiI^f - ' ' °f t0 estab ^h 
beyond which a prize !aw|?/e^ nt b^f d tQ - a bounda ^' 
more participat ing players ' y be force <* upon one or 
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*L. ^16-20; see_also id. 5:1-7. We find no basis in the patent 
to conclude that the prize award events based on random play or on 
a boundary must be for separate progressive prizes as IGT briefly 
suggested at oral argent, zndeed, the generic term "prize award 
event" appears to be used in the patent partly because of the 

6 possibility that a prize may be awarded by multiple criteria. 

7 In sum, neither proposed construction uses "prize award event- 
as it is both explicitly and implicitly defined by the 
specification.. We construe the term "prize award event" as 
follows: "An occurrence of awarding the progressive prize 
triggered either by random play or by the central system based on a 
boundary." 

2 . Boundary 

IGT would have us define the term "boundary" as: 

' tiS^t&edhS ?he a cen^rar 8 ^ m ° r ff ^"tion date and 
system may trigger a prSe award °* 5**? £ fc t e centr *l 

achieved." prize award event if the boundary is 

Gof f , on the other hand, would have us define the term as : 

^^^r^A^^^^T^ f d r time, that 
yyermg a prize award event when random play has 



'The specification indicates otherwise 

the time the bound!ry Y C rKeri£ f? * Pr *? e awarri ~~ n " 

the system to randomly selii ™ reached ' the method enables 
participants as a winner ° r more of the <="rrent 



4:38-41, 
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?2ached ated Pri2e 3Ward SVent by the time the criterion is 

The parties' diverging definitions arise from two disputed issues:. 
(1) whether the central system "triggers" the prize, and (2) 
whether the specification limits this claim's scope to 
implementations that first allow prizes to be awarded non- 
deterministically, and failing that, award them deterministically . 
We take up each issue in turn. 

IGT's proposed language is framed in the active voice and 
states that the central system triggers the win. Goff's proposed 
language uses the passive voice - "that is used in triggering" - to 
avoid specifying the exact role of the central system." Goff 
asserts that the claim and specification do not require that the 
central system store the boundary, and Goff's expert also points 
ouf that the prize will only be triggered if there is play on a 
device (Step D) . 

In Claim 10, the central system needs to determine whether the 
boundary has been met (Step B) in order for the prize to be awarded 
by the gaming environment manager in Step E. Thus, the central 
system utilizes the boundary even if, for whatever unexplained 
reason, it does not know what it is. Goff's arguments pertaining 
to other parts of the mechanism are not persuasive. But for Step 
B, there is no Step E, and the central system thus triggers Step E. 



™«=> a l ,G o5 f ' % ar X Umen Jl in s ^PP° rt of the proposed language actually 
tnl central llllll* ^ * propos v f d language . Goff argues tha? 

sVLw iff system does not trigger the award, whereas the language 
awa?dT leaveS it: unclear wh *t, other than the boundary, triggers the 

16 
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The specification also indicates that Step B always results in Step 
E. ^608 Patent, 20:34-38. Thus, in addition to being a trigger, 
Step B is both a necessary and a sufficient trigger for Step E - at 
least insofar as the method works as disclosed. The fact that game 
Play is required does not mean that the central system does not 
cause Step E. In sum, we construe the central system as triggering 
the prize of Step E. 

We next turn to the issue of the scope of Claim 10, an issue 
we touched upon in construing "prize award event." We agree with 
Goff that the term "boundary" is not clear within the confines of 
Claim 10. When considered within the context of the patent as a 
whole, however, the term is not particularly ambiguous or 
challenging. One does not need a particularly advanced education 
or training to comprehend that if X < Y, then Y provides a boundary 
for X. Based on the claim language, a criterion (e.g., X becomes 
greater than Y) could be anything that, if true, triggers the 
central system to send the message (Step' C) that will ultimately 
result in a prize award on a gaming device (Step E) . 

IGT essentially argues that we should leave it at that. IGT's 
position is not entirely unreasonable when the claim language is 
read in isolation, but reading the patent as a whole, we do not 
agree." in light of the usage of the term "prize award event" in 
Claim 10 it is absolutely clear that the claim's scope is not 
limited solely to a system utilizing a boundary. Our conclusion 



12 In our view, this issue turns to a qreat extent on rho Maim 
construction principles that either a court or an orainarj ar?lsar 
must apply to this claim. We have considered but do not weigh heavilv 
the expert opinions" that have been submitted. 9 neaviij, 
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that random play is required by the claim is derived from our 
reading of the specification as a whole, Alloc. Inc. . 342 F.3d at 
1370, and most significantly, from the '608 patent's statements 
describing the advantages of this invention: "This invention 
introduces an element , of predictability into the prize award event . 
to facilitate the creation of progressive prizes associated with 
certain timed social events or other needs, while retaining the 
feature of randomly awarded prizes and more than one player winning 
a particular prize." '608 Patent, 20:5-9 (emphasis supplied*." 
IGT places great emphasis on the Federal Circuit's pre- Phillios 
statement that a "clear disavowal" must be in the form of "words or 
expressions of manifest exclusion or restriction." Liebel- 
Flarsheim Co. , 358 F.3d at 906 (quoting Teleflex. inc. v. Ficos* 
North America Corp. , 299 F.3d 1313, 1327 (Fed. Cir. 2002). Whether 



or not this standard survives Phillips , and good arguments can be 
made on either side of that issue, 14 we do not find that the 
Teleflex standard applies here. See On Demand Machine Corp. . 442 
F.3d at 1340 (Fed. Cir. 2006) (»(W]hen the scope of the invention 

y^u- J L e , spe ^ t : to this implementation of a boundary, the '60S 
? ?fn one J* X dlsc " ss f s an <* distinguishes United State Patent 
iq?S2'?n o n h h n S a } closel y related prior art. See '608 Patent, 
19:56-20:9. united States Patent 5,885,158 ('158) TJii disclosed in 
the prosecution of the '608 patent without comment. The parties 
disagree about whether the '158 patent anticipates the '608 patent as 
we construe it, and relatedly, they apparently also disagree about how 
f?n,?^H trUe P aten t x 158. We have considered these arguments for the 
limited purpose of construing the '608 patent but express no opinion 
at this time on these issues. 

. I 4 f ee a * s ° Irdeto Access. Inc. v. Echost ar Satellite Corp. . 383 
F 3d 1295, 1302 (Fed. Cir. 2004) (ca utioning that Teleflex and ili^belr 
Flarsheim must be read closely in light of their facts, and that the 
^implication? t ***** prinCiple that redefinition cannot be 

18 
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is clearly stated in the specification, and is described as the 
advantage and distinction of the invention, it is no. necessary to 
disavow explicitly a different ^rn r n , >) (emphasis supplied,; 

242 F.3d at 1344 (even where claim language could have been 
interpreted differently when read independently,^ claim's scope 
must be read in light of the specification) . Cf. Marfan. 517 U.S. 
at 389 riA claim] term can be defined only in a way that comports 
wxth the instrument as a whole."); M arkman , 52 F.3d at 978 (claims 
are part of •« fully integrated written instrument") . 

Accordingly, „ e adopt the following construction of the term 
boundary: « A criterion, such as a maximum value or a date and time, 
that the central system uses in triggering a prize award event when 
random play has not created the prize award event by the time the 
criterion is reached. " 

3. Linked Gaming Device 

IGT would define a -linked gaming device" as gaming device 

associated with the progressive prize based on total wager amount." 
Goff would define it as «a gaming device qualified based on total 
wager amount to compete for the progressive prize." 

The patent's specification defines "gaming device" as- 

control games or other gaming devices snoh S »f fc 

s? ra oiLo se ?aoL contr?i ^^ss^gSiS^jasj^ 

Keno, bingo, table games or others such as roulette. 
<608 Patent, 7:5-10. The specification also succinctly defines 
"linked game" as: «[a] game that is associated with one or more 
progressive prizes." Id^, 7 : 17-18 (emphasis supplied) . In the 
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context of Claim 3, the parties have stipulated that "associated" 
and "qualified" are synonymous. Goff now resists that equivalency 
in this claim. 

In support of. Goff 's proposed language, she cites our prior 
construction of "total wager mount" in Patent 6,592,460: ' 

event^h^foJ J™ ° f 311 WagerS made for each P rize ™ard 
event. The total wager amount must be of a value that will 

support all the criteria for. the prize starting value, 

increment values, and any other values generated as a result 

2™S 2£ bU £ 1 -° n percents ^Plied against wagers. The to?al 
wager amount serves as a link between devices and a 
progressive prize. 

(Order of Dec. 30, .2005 (#220), p. 14). Goff argues that, "given 
that total wager amount serves as a link between devices and a 
progressive prize, a linked gaming device' is not merely a gaming 
device 'associated' with the progressive prize based on total wager 
amount. A 'linked gaming device' is a gaming device 'qualified' 
based on total wager amount to compete for the progressive prize." 
(Plaintiff's Response (#522) 24.) 

We are not persuaded that Goff's embellishment is necessary. 
The Federal Circuit has stated that "a claim term should be 
construed consistently with its appearance in other places in the 
same claim or in other claims of the same patent." Rexnord Corp. 
v. i^it ram Corp. , 274 F.3d 1336, 1342 (Fed. cir. 2001); see also 
Phillips , 415 F.3d at 1314 ("claim terms are normally used 
consistently throughout the patent") . 

We adopt IGT's construction of "linked gaming device" as "a 

gaming device associated with the progressive prize based on total 
wager amount." 
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III. CONCLUSION 

are to be construed as set forth above. 
DATED : This Hih day of September, 2007. 

united states district judge 
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